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The U.S. patent system affects the work of
every company and individual in the country,
but can be highly technical and difficult to
understand. Unified Patents
(https://www.unifiedpatents.com/) is proud to
celebrate Patent Quality Week - June 6-10,
2022 (https://patentqualityweek.engine.is/)
with a few blog posts on why patents matter
and educate others about the effects of low-
quality patents that can create barriers to
innovation and competition.

By: Sean Keller
(https://www.linkedin.com/in/sean-r-keller/)

Background

On January 3, 2006, the United States Patent and
Trademark Office (“USPTO?”) published two new rules in
the Federal Register to reduce the number of continuation
applications and narrow the scope of patent examinations.
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The new rules would have required second or subsequent
continuation applications to “be supported by a showing
as to why the amendment, argument, or evidence
presented could not have been previously submitted.” [1]
Additionally, the new rules would have required the initial
examination to focus on claims the applicant designates as
“representative claims.” [2] Although the proposed rules
were met with overwhelmingly negative comments, the
USPTO nevertheless published the Final Rules on August
21, 2007.
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After the Federal Circuit decided to vacate its March 20
opinion, reinstate the appeal, and rehear the appeal en
banc, the Director of the PTO signed a new Final Rule
rescinding the controversial continuation rules. [6]

Following the USPTO’s unsuccessful attempt to
reduce the number of continuations and RCEs, the USPTO
has declined to issue rules or make any internal changes
that would change the status quo. In March 2020, 575,797
patent applications were unexamined. [7] As of March
2022, 672,514 patent applications were unexamined. [8]
The number of unexamined applications will continue to
increase unless the problems plaguing continuations and
RCEs are addressed.

Proposed Changes

One commentator has suggested the USPTO
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snoula replace ITs current task-pasea system tnat proviaes
credits only for certain examining activities with an hours-
based system that allocates credit for all examining
activities. [9] Under the current system, patent examiners
receive two credits, or counts, for each request for
continued examination (“RCE”): one count for taking no
action and one for a first office action on the merits. At the
end of each two-week pay period, the USPTO adds up the
number of disposals (two counts per disposal) the
examiner received, multiplies that number by the period of
time allocated to that examiner per disposal, and then
divides that number by the total number of hours worked.
Because most of the substantive examination research is
completed during the initial prosecution, a patent examiner
can obtain six to twenty-five hours of credit for about 30
minutes of work if the changes in the RCE are minor.
Patent examiners, therefore, can reduce their workload
and maximize the number of credits earned during each
two-week pay period by encouraging applicants to file
RCEs. If, however, the USPTO adopted an hours-based
system that awarded credit for actions like second action
non-final rejections, final rejections, restriction
requirements, interviews, consideration of IDS filings, etc.,
examiners would not be incentivized to encourage
applicants to file RCEs.

Other commentators have suggested that the
USPTO should charge a higher fee for filing RCEs and
continuations, limit the number of RCEs and continuations
applicants can file, or limit the time applicants have to file
RCEs and continuations. The European Patent Office’s
(“EPO?) divisional practice provides a framework for
possible changes to the USPTO’s RCE and continuation
practices. The EPO charges a much higher filing fee for
divisional applications than the USPTO. EPO applicants
also have 24 months from the first Examination Report or
the request for restriction to file a divisional application
whereas USPTO divisional applications merely need to be
co-pending with the parent application. Furthermore, the
number of EPO divisional applications is limited by the
number of separate, identifiable inventions disclosed in an



original patent application while there are no limits on the
number of USPTO divisional applications. By adopting
measures from the EPQO’s divisional practice, the USPTO
could discourage applicants from filing RCEs and
continuations to delay prosecution and instead encourage
applicants to file RCEs and continuations to further

prosecution.
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